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A race  
without end?
Neil Thomson considers if the UPC 
will ever pass the finishing line

G
reek philosopher Zeno of Elea 
is known for his paradoxes. The 
most familiar is Achilles and 
the tortoise which argues that 
motion is an illusion. According 

to Zeno, the fast-running Achilles can never 
catch up with the slow-crawling tortoise in a 
race – by the time Achilles reaches the point 
where the tortoise was, the tortoise has 
moved on. The distance between the two may 
decrease, but Achilles will never close the gap 
completely.

This paradox should be familiar to 
observers of the Unified Patent Court (UPC). 
Through repeated cycles an end point is 
approached but never reached. How have we 
arrived at this point and will the race ever be 
completed, or will obstacles such as Brexit end 
up being the UPC’s Achilles’ heel?

The prize
It has been the dream of the European 
Commission for over 40 years that the 
European single market should have a single 
EU patent litigated in a single court. The prize 
seems tantalising – rather than litigating in 
individual EU member states, the UPC would 
provide a single forum with consistent rulings 
that could be directly applied throughout the 
EU. 

However, for a project nearly half-a-century 
in the making, it is perhaps not surprising that 
delivering the UPC has not gone smoothly.

A road well travelled
As far back as 1976 an agreement on an EU 
patent was reached – the Community Patent 
Convention. However, the convention was 
never ratified by enough member states to 
come into force. Questions of jurisdiction and 
translations were insurmountable – issues that 
were to prove problematic for the next 30 
years.

In 2000, the EU Council tried again with 
Community patent regulation. This proposed 
a Community patent, which would have a 
unitary character and costs would be limited 
by granting applications using French, English 
or German – and requiring a translation of 
only the claims into the other two languages. 
Yet, by 2004 this proposal had foundered – 
again over disagreements about translations 
and jurisdiction.

Despite this setback, there was an 
acceptance that the cost of translating granted 
European patents into many different national 
languages was too high. The European Patent 
Organisation (EPO) brought forward in 2000 
a proposal that would become known as the 
London Agreement,1 which eventually entered 
into force in May 2008. Under the agreement 
some contracting states have voluntarily 
dispensed with the requirement for full 
translations. The London Agreement was well-

received by users. However, it did not create a 
single patent for the single market or provide 
harmonisation of patent litigation. 

Therefore, the EPO initiated a working 
group to devise an agreement for a European 
patent court. This led to the draft European 
Patent Litigation Agreement (EPLA) published 
in 2003. The EPLA proposed a central European 
patent court with its own judiciary outside 
the current system of national courts. Alas, 
the EPLA was not to be. By 2007, progress 
had died out in the face of political and legal 
opposition from the European Parliament 
which considered it in breach of EU law.

Efforts continued. By 2009, new draft 
regulations for a Community patent and an 
agreement for a Community patent court 
were published. These drafts still could not 
gain unanimous support from the EU member 
states. Eventually, a political compromise 
was reached in 2011 that saw 25 of the 27 
member states agree to press ahead, with 
Spain and Italy not participating. 

By this point the Community patent had 
been renamed the ‘European patent with 
unitary effect’ (commonly referred to as 
the unitary patent) and the court had been 
rebranded the Unified Patent Court (UPC). 
The new names were apposite. With Spain 
and Italy outside the system, neither creation 
would be, at least initially, truly EU-wide.

A final obstacle had to be overcome – 
who would host the UPC? London, Munich 
and Paris were all contenders. No agreement 
could be reached that year. Finally, in 2012, a 
very European solution was found – the single 
UPC would be hosted in all three cities. Three 
central divisions would be created, one in each 
city hearing cases allocated by subject matter.  

Finally, the regulations2 for the unitary 
patent were signed on 17 December 2012. 
The agreement3 for the UPC followed shortly 
afterwards on 19 February 2013.
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“Litigation costs in 
the UPC may well be 
lower for the minority 
of users that currently 
enforce patents across 
multiple jurisdictions. 

However, for the 
majority of users, 

who might only have 
litigated in one country, 

this is unlikely to be 
the case.”
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The UPC could not start until three 
conditions had been met – ratification by at 
least 13 of the member states, ratification by 
the three member states with the greatest 
number of European patents in effect (UK, 
Germany and France) and amendment of the 
Brussels I Regulation dealing with the effect of 
the UPC on jurisdictional issues.

The Brussels I Regulation was amended in 
2014 and the 13 ratification was notified in 
August 2017. In the meantime, Italy signed up 
to the system in 2015 leaving only Spain and 
new EU-member Croatia outside the unitary 
patent.

France ratified in March 2014 and the 
UK, despite the results of their 2016 EU 
referendum, ratified in April 2018. The only 
outstanding requirement was ratification by 
Germany. 

Roadworks ahead
Back in 2012 you could have got long 
odds on Germany holding up the UPC. 
Indeed, ratification in Germany had been 
going smoothly until June 2017 when a 
constitutional complaint was filed by a 
German lawyer, Dr Stjerna, alleging that the 
UPC was incompatible with EU law, that there 
would be a lack of independence of the UPC 
judges and that the ratification process in the 
German parliament had breached procedural 
rules.

As a result, the German president agreed 
not to sign the ratification law until the 
constitutional complaint had been heard. 
Two years later a decision on the complaint is 
still awaited. Most commentators expect the 
complaint ultimately to be rejected. A decision 
is expected in the next few months – although 
a similar expectation was voiced 12 months 
ago. 

What is harder to predict with any certainty 
is the impact of Brexit on the unitary patent 
and the UPC. As recently as 11 September 
2019, the UK governmen stated that, “The 
UK intends to stay in the Unified Patent Court 
and unitary patent system after we leave the 
EU.”4 However, it is difficult to see how that 
intention can become a reality. At the time of 
going to press, the UK was due to be leaving 
the EU on 31 October 2019. Even if a Brexit 
extension were to be requested by the UK and 
granted, it is unlikely that the delay will be long 
enough for the unitary patent and the UPC to 
commence while the UK is still an EU member. 

It also appears that Germany will choose 
to delay their ratification until the Brexit 
situation has been fully resolved. The unitary 
patent does not contemplate a non-EU state 
being a member. While a way might have 
been found to keep the UK within an already 
functioning unitary patent, it seems more 

difficult, politically and legally, to admit the UK 
to the system after Brexit.

If predicting when the UPC will open is 
difficult, it is harder still to predict whether it 
will be successful. The European Commission’s 
motivations for wanting a unitary patent 
were clear. But for users the desirability of the 
system has always been more questionable. 
Key drivers had been reducing the costs of 
obtaining patents throughout the EU and 
reducing the cost and complexity of litigation. 

The unitary patent will reduce translation 
costs overall. However, the comparative 
savings for any particular user will depend on 
their circumstances eg, a user that previously 
validated only in contracting states within the 
London Agreement will see only marginal 
savings. Set against this is the fact that the 
unitary patent requires the payment of a 
single, larger, annual renewal fee. The renewal 
fees have been set at a level equivalent to 
the combined renewal fees of the top four 
countries. This seems competitive. However, 
with separate national patents a user can 
reduce renewal costs if desired by dropping 
coverage in some countries in later years. This 
will not be an option with the single renewal 
fee for the unitary patent, which requires an 
all-or-nothing approach.

Litigation costs in the UPC may well be 
lower for the minority of users that currently 
enforce patents across multiple jurisdictions. 
However, for the majority of users, who 
might only have litigated in one country, this 
is unlikely to be the case. The basic fees for 
revocation and infringement actions in the 
UPC are not insubstantial, at €20,000 and 

at least €11,000, respectively. In addition, 
the UPC rules will require a full case to be 
presented in the initial pleadings. While this 
benefits procedural economy, it will front-
load costs since significant work, including 
identifying expert witnesses, will need to be 
undertaken before issuing proceedings.

These questions are not new, but Brexit 
adds an additional dimension. Will users mind 
the UK’s absence? For users hoping the UPC 
will provide a single forum for EU litigation they 
will need to account for the probability that 
the UK will be outside the system – potentially 
requiring separate litigation in the UK. Also, 
the proposed renewal fees for the unitary 
patent may need to be reconsidered if the UK 
will not be covered. However, considering the 
difficulties that have been overcome during 
the last 40 years, it seems unlikely that these 
bumps in the road will ultimately stop the UPC.

End in sight?
The combination of unexpected constitutional 
complaints and predictable Brexit uncertainties 
have created delays over the last two years 
to an already protracted process for the UPC. 
But it seems that forward progress, slow and 
frustrating as it has been, will continue. The 
optimist will note that the largest steps in 
setting up the UPC have been taken. It is only 
smaller steps that remain. Zeno may ultimately 
be proved wrong. Motion may not be illusory. 
Achilles may catch his tortoise and the finishing 
line for the UPC may eventually be reached.
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