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Why search?

 “Freedom to use”?

 Assess defensive position against potential claims

 Assess possibility of registration and future 

enforcement position

 When expanding goods/services or territories

 When altering mark



Search what?

 Boult Wade Tennant LLP

 Boult

 Even tabbed shape
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How will you use it?

 House mark

 Product/service mark

 Strapline

 With other marks
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What will you use it on?

 Goods/services in 45 classes

 Assess which class

 Assess whether “similar” classes to be searched

 “all of class 9” vs. “software” vs. “audio processing 

software”
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… and where?

 Worldwide

 Regional

 Country-specific

 Brings in issues of

 Translations – by meaning

 Transliterations – by pronunciation

 Equivalents (especially China)

Searching and watching
Felicity Hide and Henry Schlaefli 3 December 2020



As well as searching registers…

 Meaning in other languages?

 Is it an acronym?

 Would someone in the industry know its meaning?
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Put together a search strategy, considering:

 ID searches worldwide/regionally;
 Detailed searches in key territories
 Common law searches in territories where those are 

recognised – especially UK, USA, Canada

 … and consider doing these in sequential steps to 
save costs
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What the searcher does
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What the searcher does
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What the advisor does
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What the advisor does
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For common law results…
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When/if conflicts are found

 Consents
 Revocations
 Invalidities 
 Full scorched earth – if cascade of rights
 “Choose a different mark”
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Risk assessment, risk tolerance

Use:
 Google (with caution)
 Local opinions

Ask:
 Importance – total company rebrand down to limited 

edition strapline…
 Risk tolerance
 Budget for future disputes
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What searches might not cover

 Database errors or omissions (esp. some territories)
 Local equivalents/translations/transliterations
 Common law rights
 Stealth filings
 Late filings further to priority claim – consider top-up 

searching after six months/ahead of launch



What is “watching” and why should I do it? 

 A regular report of newly filed trade mark applications

 Can identify potential infringers at an early stage

 Allows an opportunity for early dispute resolution

 Can identify the activities of your competitors

 Separate task to brand monitoring 
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Watching strategies

 Free or passive watching – EUIPO/UKIPO only

 Regular watching service

 Worldwide and all class watches

 Competitor watches

 Pre-launch watch 
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Brexit? 

 UK search reports now vs post 21 Jan 

 A lot more register clutter 

 Will more cited marks mean more oppositions? 
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Benefit and proportionality 

 Cost saving by early dispute resolution

 Register gives an indication of real life

 Competitive advantage 

 Budget

 Proportionality 

 Notification and opposition
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Boult Wade Tennant LLP is a Limited Liability Partnership registered in England and Wales, Registered Number OC421876.

Thank you

Felicity Hide: fhide@boult.com

Henry Schlaefli: hschlaefli@boult.com

Rachel Conroy: rconroy@boult.com 


