European Patent and Trade Mark Attorneys,
Chartered Patent Attorneys and Chartered Trade Mark Attorneys

BOULT WADE TENNANT

Searching
and watching

Felicity Hide and Henry Schlaefli
3 December 2020



European Patent and Trade Mark Attorneys,
Chartered Patent Attorneys and Chartered Trade Mark Attorneys

Searching and watching

BOULT WADE TENNANT Felicity Hide and Henry Schlaefli 3 December 2020

Why search?

e “Freedom to use™?

e Assess defensive position against potential claims

e Assess possibility of registration and future
enforcement position

e When expanding goods/services or territories

e When altering mark
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Search what?

e Boult Wade Tennant LLP
e Boult

e Even tabbed shape
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How will you use it?

e House mark

e Product/service mark
e Strapline

e With other marks
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What will you use it on?

e Goods/services in 45 classes

e Assess which class

e Assess whether “similar” classes to be searched

e “all of class 9” vs. “software” vs. “audio processing
software”
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... and where?
e Worldwide
e Regional

e Country-specific

e Brings in issues of
e Translations — by meaning
e Transliterations — by pronunciation
e Equivalents (especially China)
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As well as searching registers...

e Meaning in other languages?
e |Isitan acronym?
e Would someone in the industry know its meaning?
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Put together a search strategy, considering:

e |D searches worldwide/regionally;

e Detailed searches in key territories

e Common law searches in territories where those are
recognised — especially UK, USA, Canada

e ... and consider doing these in sequential steps to
save costs
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What the searcher does

1 - R

Rule Phonetic Questions &
|dentical Same Class
One Letter Added
One Letter Suppressed
One Letter Replacad
Two Letters Added
Cne letter added, one letter replaced
One letter added, one letter suppressed
Two Letters Replaced
One Letter Replaced, one letter Suppressed
Two Letters Suppressed
Prefix 8 letters
Prefix 7 letters
Prefix 6 lefters 4

*Please note that only selected rules will be run when the query is executed
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What the searcher does
Strong Word(s) Weak Word(s)

I Prefix 2 letters, sufiix 2 letters, 1 other letter in common -

oa

Prefix 2 letters and 3 other same letters, last letter in common

Sufiix 2 letters and 3 other same letters, first lefter in common

Prefix 3 letters and 2 other same letters, last letter in common

Suffix 3 letters and 2 other same letters, first letter in commion

Suffix 3 letters, prefix 2 letters

Prefix 3 letters, sufiix 2 letiers

Sequence of consonants, 1 vowel

String of 3 lefters

One letter replaced, same structure

Consonant Seguence, 1 vowel in commen, same siruciure

Consonant Seguence, same structure

Two letters replaced, same structure

SSSSESNSESSENJ

(IR BE<IR<BE <N BN <TN<JN<BE<NN<RH <]

Multiword 1 identical word

*Please note that only selected rules will be run when the query is executed
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What the advisor does

CORSEARCH ©¢Inbox | Order Online | ¥ cano) | Language [Engisn [ ] |40¥ setings v | Help| Training | Contact:

@ reticity Hide | Tex size: Al Al @Temsae |

‘ m:ﬂnfﬂv‘ Em:klnl]n:ly‘ﬂmﬂ‘sn-: New Screening

view: (7] 15 [ [

| Mark on Web | EUTM | Company on Web | My Favorites | Pharma Tool:

[Eokrncemmerns ]
E== -2 O
Sort by: Please select a sort option |7 (&)

O w7

Show: [ All Records

CountryJurisdiction | us/Stalus Date GumeriCompany | C. Goods/Senices (Brien)

access to websites relating to music: provicing of

websites relating to music: providing of.

(Inf1 Class(es) 41)

Songwriting: music composition services: publication of

muscal works producton of muse. srocucton of musical
ks i 2 ecofding siudic produsion.

(int Slos

Lcensing or I property: licensing relating ta

music.

Registered Ovmer: Karol Martinka (Int1 Class(es) 09)

August 19, 2013 Scienific, naufical, surveying, photographic,
No-01176776 cinematagraphic, optical, weighing, measuring, signaling

App. Date: April 25, 2013 checking (supervision). lile-saving and teaching apparatus

Reg. Date: August 15, 2013 and instruments: apparatus and instruments. .

(Inf] Class(es) 15)

Papsr, caroboard and goods made from thess materials,

not inciuded in other classes; printed matter. bookbinding

mateia; pholograshs: staionery; adhesives

(int1 Class(es) 38

Telecommunications

(Int] Class(es) 42}

Scienific and technological senvices and research and

design relzing therelo;industil analyss snd research

ices” design and development of computer.

(it Cisss(es) 45)

Legal services, security services for the protection of

property and indviduals: personal and social services

rendered by others to meet.

(Int1 Class{es) 09)
4

Boltian Jurisdiction: European Union (EUTM)
App. No 011767761

BOLT Jurisdiction: Eurgpean Union (EUTM) Registered Qvier. Boit Financial, Inc.
App. No_017996308 February 20, 2020 Anne Vves L M teil for use in electronic transfer of

maney for others: devmloadable software for us in

electronic funds transfer. dovnloadable.

(Int1 Class(ss) 35)

Subseription-based billng for online merchants; business

adminisiration services for processing sales made on the.

infenet; business organisalion, business consultaney;

business.

(Int1 Class(es) 36)

Electonic ranste of money for lhers electonc ans

ansfer. services for making and processing payment

ransaciions uith crad cards, Gebit

(Int1 Class(es) 42)

Praviding emparary use of non-davmioadatle software

for use in electronic ransfer of money for

providing temporary uss of oot

(Int1 Class(es) 45)

Payment senices in the nafure of providing onbosrding

solutions for merchants, namely, financial fraud etection

Services, idenity verfiaton, iently vaidaton

(nf Class(es) 09)

Reg. Ho.:017996306
App. Date: December 5, 2018
Reg. Date: February 17, 2020

BOLTTECH and Design Jurisdiction: European Union (EUTM) Registered Oviner: Gonnection Power Protestion Pte. Lid

ol

App. No_018198178

Reg No 018136178

App. Date: Februany 13, 2020
0. Dale: June 19,

June 25, 2020

Correspondent. FOX WILLIAMS LLP

Apparatus and instumentsfr tecording ransmiting
reproducing or processing sound. images or data;
recorded and downloadable media, compuer software,
blank.
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For common law results...

DDHH BOLT.COM Domain Status: ACTIVE 0211472028 Company: On behalf of belt.com owner
15
A
DDHH BOLT.NET Domain Status: ACTIVE
16
DDNN BOLT.ORG Domain Status: ACTIVE
17
DDNN BOLT.INFO Domain Status: ACGTIVE
18
- P
A
DDHH BOLT.BIZ Domain Status: ACTIVE
19
3
[E] [[] Web Results Mark ‘Web Page Status | App. Date | Reg. Date Page Title Abstract | Correspendent Col
DWEB 1 . BOULT ‘Web Page Status: Accessible BOULT Abstract: BOULT...
DWEB 2 . Boult Wade Tennan Web Page Status: Accessible Boult Wade Tennan Abstract: Boult Wade Tennan...
DWEB 3 . BOULT WADE (UK) LIMITED ‘Web Page Sfatus: Accessible BOULT WADE (UK) LIMITED Abstract: BOULT WADE (UK) LIMITED.
1WEB 4 DennisBouliServices ‘Web Pace Status: Accessible DennisBoultServices Abstract: DennisBouliServices.
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When/if conflicts are found

Consents

Revocations

Invalidities

Full scorched earth — if cascade of rights
“Choose a different mark”
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Risk assessment, risk tolerance

Use:
e Google (with caution)
e Local opinions

Ask:

e Importance — total company rebrand down to limited
edition strapline...

e Risk tolerance

e Budget for future disputes
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What searches might not cover

Database errors or omissions (esp. some territories)
Local equivalents/translations/transliterations
Common law rights

Stealth filings

Late filings further to priority claim — consider top-up
searching after six months/ahead of launch
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What is “watching” and why should | do it?

e Aregular report of newly filed trade mark applications
e Can identify potential infringers at an early stage

e Allows an opportunity for early dispute resolution

e Can identify the activities of your competitors

e Separate task to brand monitoring
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Watching strategies

e Free or passive watching — EUIPO/UKIPO only
e Regular watching service

e Worldwide and all class watches

e Competitor watches

e Pre-launch watch
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Pitisburgh Logistics Systems,

GOSHIF.COM Inc., 3120 Unionville Road
Building 110, Suite 100
No cases with Mark Found CA Cranberry Township, PA 16066,
World Watch 9,16,35,41 GO 1863426 Canada 35,39 United States of America January 4, 2021

See watch notice for verbally

simillar marks Mo cases with Owner of

Mark Found
Go T3 BRANDCO INC., 40 King
Street West Suite 2100 Toronto,
\D 557 cases with Mark Found CA 05.21.30 34 MSHAC2, Canada
World Watch 9,16,35.41 GO 1915843 T January 4, 2021

Canada 4

See watch notice for verbally Man’:‘;xiﬂds with Owner of

simillar marks

ARIS ONE & GO
O Ao
o s PATRICIO GORDO SANCHEZ,
- Spain
World Watch 9,16,35.41 GO 652162 Portugal 09 January 5, 2021
y No cases with Owner of
No cases with Mark Found Mark Found
See walch notice for verbally
simillar marks
GONEUTRAL
SEEDSPARADISE
Mo cases with Mark Found BT 01, 04, 09, 12, UNIPESSOAL LDA, Portugal
World Watch 9,16,35.41 GO 652362 Portugal 36, 37,39, 40, January 11, 2021
42 No cases with Owner of
See walch notice for verbally Mark Found

simillar marks
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Brexit?

e UK search reports now vs post 21 Jan
e Alot more register clutter
e Will more cited marks mean more oppositions?
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Benefit and proportionality

e Cost saving by early dispute resolution
e Reqister gives an indication of real life
e Competitive advantage

e Budget

e Proportionality

e Notification and opposition

European Patent and Trade Mark Attorneys,
Chartered Patent Attorneys and Chartered Trade Mark Attorneys

Searching and watching

Felicity Hide and Henry Schlaefli 3 December 2020



Thank you

Felicity Hide: fhide@boult.com
Henry Schlaefli: hschlaefli@boult.com
Rachel Conroy: rconroy@boult.com

www.boult.com

Boult Wade Tennant LLP is a Limited Liability Partnership registered in England and Wales, Registered Number 0C421876.



