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Case in point: C-12/12, Colloseum Holding Ag v levi strauss & Co, CjEu, 18 April 2013

This report concerns a ruling by the 
Court of Justice of the European 

Union (CJEU) on whether use of a 
registered trade mark through another 
composite mark or in conjunction with 
another mark constitutes genuine use for 
the purpose of Article ı5(ı) of Council 
Regulation No 40/94 (now Article ı5(ı) 
of Council Regulation No 207/2009).

Background
Levi Strauss & Co (Levi) is the 
proprietor of a multitude of trade marks, 
including German Registration No DD 
64ı 687 for a pocket with a red tab  
on the upper left-hand seam displaying 
the word LEVI’S and Community 
Registration No 2292373 (registered  
on the basis of acquired distinctiveness) 
for a pocket with a plain red tab 
protruding from the upper left-hand 
seam. The first mark, referred to by the 
Court as “Mark No 3”, covers trousers, 
shirts, blouses and jackets for men, 
women and children. The second  
mark, covering trousers, was referred  
to by the Court as “Mark No 6”. Both 
registrations are more than five years old.

Levi sought to prevent Colloseum 
Holding AG’s (“Colloseum”) sale of 
trousers with small, rectangular, red tabs 
on the upper part of the outer-right 
seam of the right rear-pocket displaying 
its own brand names.  

The good news for Levi is that  
the referring court (the German 
Bundesgerichtshof) found there to  
be a likelihood of confusion between 
Mark No 6 and Colloseum’s trousers, 
which avoided the need to overcome 
the impact of the differences between 
the brand names on the basis of Mark 
No 3. However, as keen denim wearers 
will know, Levi always displays the 
LEVI’S word mark on the red tab in 
the form of Mark No 3. Because Mark 
No 6 differs from Mark No 3, Levi 
could not rely on Article ı5(2)(a) of 
Regulation 40/94 to prove use. To seek 
clarification in relation to use of a 
registered mark as part of a composite 
mark, the referring court chose to  
refer two questions to the CJEU.

Answers sought 
Is Article ı5(ı) of Regulation 40/94  
to be interpreted as meaning that:
1) a trade mark which is part of a composite 

mark and has become distinctive only as 
a result of the use of the composite mark 
can be used in such a way as to preserve 
the rights attached to it if the composite 
mark alone is used?

2) a trade mark is being used in such  
a way as to preserve the rights  
attached to it if it is used only together 
with another mark, the public sees 
independent signs in the two marks  
and, in addition, both marks are 
registered together as a trade mark?

CJeu findings 
The fact that Mark No 6 had been 
registered on the basis of acquired 
distinctiveness played a major role  
in the CJEU’s decision, with many 
references made to the HAVE A 
BREAK decision (C-353/03, Société 
des Produits Nestlé SA v Mars UK 
Limited [2005] ECR I-6ı35). It has long 
been established that a sign can be 
registered on the basis of acquired 
distinctiveness as a result of its use  
as part of a registered trade mark,  
or in conjunction with the registered 
trade mark only, provided that use of  
the sign on its own would be capable  
of enabling the relevant class of persons 
to perceive the goods or service as 
originating from a given undertaking. 

In this case, the evidence of acquired 
distinctiveness filed by Levi, showing 
use of the red tag in conjunction with 
the LEVI’s word mark, had been found 
to be sufficient proof that consumers 

identified the plain red tag as an 
indication of origin.

The CJEU found the HAVE A 
BREAK principle ought to apply 
equally in relation to genuine use  
of a registered trade mark, provided  
the registered trade mark used only  
as part of a composite mark or in 
conjunction with another mark 
continues to be perceived as an 
indication of origin of the goods  
or service concerned.  As a result,  
the CJEU answered the questions 
referred to it in the affirmative.  

fair finding
This is a fair and rational decision  
that will be please brand owners  
who wish to protect individual aspects 
of their branding and get-up. It would 
be difficult to comprehend how a 
particular use would be sufficient  
to acquire trade mark protection  
yet insufficient to preserve that 
protection. Following this decision,  
it would be wise for brand owners  
in Colloseum’s position to attack the 
validity of the registration on the basis 
it should never have been granted 
protection in the first place.  
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